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Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 -1 4, 1 6 and 1 7, drawn to a process for preparing a coating, 
classified in class 525, subclass 119. 

II. Claims 1 5 and 20, drawn to a coated article, classified in class 428, 
subclass 413. 

III. ' Claims 18 and 19, drawn to a cured coating, classified in class 525, 

subclass 438. 

The inventions are distinct, each from the other because: 
Inventions I and III are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make another and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the product as claimed can be made by 
another and materially different process such as the preparation of the powder without 
exposure to an amine. 

Invention I involves the preparation of a powder coating which is materially 
different from Invention II directed to a coated article since the coated article requires 
the further step of applying the powder coating to a substrate and curing it. 
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Inventions III and II are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this 
relationship if the intermediate product is useful to make other than the finai product 
(MPEP § 806.04(b), 3rd paragraph), and the species are patentably distinct 
(MPEP § 806.04(h)). In the instant case, the intermediate product is deemed to be 
useful as an adhesive formulation and the inventions are deemed patentably distinct 
since there is nothing on this record to show them to be obvious variants. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions anticipated by the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) 
of the other invention. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

1 ) The carboxyl-functional polymers of claim 2. 
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2) The polyepoxy compounds such as the bisphenol A epoxy resin of Resin 
Powders Gray #1 and Clear #3 shown on page 8, lines 5-8 and 11-12, respectively, of 
the specification. 

3) The amines such as the ammonia of clam 7 or triethylamine of claim 9. 
Applicant is required under 35 U.S.C. 121 to electa single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1-20 are generic. 

A reply to this requirement must include an identification of the species that is 
elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 
35 U.S.C. 1 03(a) of the other invention. 
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During a telephone conversation with John A. Langworthy on 
September 12, 2003 a provisional election was made with traverse to prosecute the 
invention of Group I, a carboxyl-functionai polyester, a bisphenoi A polyepoxy 
compound and gaseous ammonia as the amine, claims 1-14, 16 and 17. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 15 and 
18-20 are withdrawn from further consideration under 37 CFR 1.142(b) as being drawn 
to non-eiected inventions. Claims 8 and 9 are withdrawn as being directed to non- 
elected species of amine. 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it lyiUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview 
with John A. Langworthy on October 17, 2003. 

Claim 1, line 3, replace "chosen" with -selected--. 

Claim 5, last line, replace "or n with ~, and-. 

Claim 16, line 3, after "that is" insert - -a non-ionic nitrogen-containing 
compound-. 

Cancel claims 15 and 17-20. 

Replace the title with: - -EXPOSING CARBOXYL POLYMER-POLYEPOXIDE 
POWDER TO AMINE FOR POWDER COATING-. 
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The following is an examiner's statement of reasons for allowance: 
The closest prior art to Japanese Patent No. 9-279058 discloses the treatment of 
an epoxy-polyester composite resin to a quaternary ammonium compound to form a 
powder coating, independent claim 1 is limited to treatment with an amine selected 
from the group consisting of organic amines and ammonia. Newly amended claim 16 is 
limited to exposure with a non-ionic nitrogen-containing compound as a catalyst 
(specification, page 7, lines 9-1 1 ). The specific amine of claim 1 and the non-ionic 
denotation of claim 16 precludes the ionic quaternary ammonium compound of the 
patent. 

Japanese Patent No. 50-85632 sets forth the treatment of a polyepoxide and 
epoxy and carboxyl groups-containing polymer with ammonia prior to melt mixing and 
formulation of a powder coating. The claims require the exposure after the powder if 
prepared. 

Japanese Patent No. 6-329955 shows a cured powder coating prepared from an 
epoxy resin, a carboxyl-functional acrylic rubber and 2-ethyl-4-methyl-imidazole which is 
pertinent to claim 18 directed to a non-elected invention. 

Gross et al. and Noda et a), are directed to aqueous coatings wherein a carboxyl 
groups-containing polyester and epoxy resin are neutralized with an amine or ammonia 
to render them water-dispersible. The claims require the treatment of a powder of the 
polyester and epoxy resin as opposed to the claimed water-diluted mixture. 
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European Patent No. 136,263 and Great Britain Patent No. 2,312,897 are drawn 
to powder coatings of carboxyl-functional polyesters and epoxy resins cured in the 
presence of an amine catalyst. 

The claimed processes wherein the polymers are exposed to an amine or 
ammonia (claim 1), or a non-ionic nitrogen-containing compound (claim 16) in powder 
form prior to curing is not recited. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled 
"Comments on Statement of Reasons for Allowance." 
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